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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

or 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Claims 1 -4, 17 - 20 and 33 - 34 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Murray (U.S. 5,699,089). 



Regarding Claims 1 and 17, Murray discloses: 

means for requesting content from an external device (i.e. retrieving voice mail 
messages, email messages, fax messages and the like for the user; col. 8 lines 35 - 
38); 

means for recording the content supplied from the external device (i.e. it is next 
determined wither the SPO is an object which can be recorded; col. 9 lines 21 - 22; if 
the object can be recorded the record indicator is enabled and the software is 
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configured so that user selection of the record indicator results in initiation of a recording 
procedure; col. 9 lines 26 - 32); 

means for reproducing the content (i.e. play button pressed; Fig. 6F); 

means for determining whether or not said reproducing means performs a 
reproduction when a recording command is issued (i.e. Fig. 6G element 6148); 

means for disabling said reproducing means and enabling said recording means 
when said determining means determines that said reproducing means performs the 
reproduction when the recording command is issued (i.e. Fig. 6G elements 6148 and 
6058). 

Regarding Claims 2 and 18, in addition to the elements stated above regarding 
claims 1 and 17, Murray further discloses if the system is not currently playing to 
advance to the recording step (Fig. 6G element 6148 and 6150) (i.e. means for enabling 
said recording means when said determining means determines that said reproducing 
means does not perform reproduction). 

Regarding Claim 3 and 19, in addition to the elements stated above regarding 
claims 1 and 17, Murray further discloses determining whether the system is currently 
recording when the record button is pressed (Fig. 6G element 6140), (i.e. second 
determining means for determining whether or not said recording means is turned on 
when the recording command is issued) and if not, the system eventually advances to 
step 6150 where the system begins recording (Fig. 6G) (i.e. means for turning on said 
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recording means when said second determining means determines that recording 
means is not turned on). 

Regarding Claim 4 and 20, in addition to the elements stated above regarding 
claims 1 and 17, Murray further discloses when the record button is pressed they 
system completes the request and then waits for the next event (Fig. 6B elements 6042, 
6056 and 6030) and a play button for playing back data as the next event (Fig. 6B 
element 6040) (i.e. means for restarting interrupted reproduction after recording is 
completed). 

Regarding Claim 33, Murray discloses recording (Fig 6G) (i.e. means for 
recording a content supplied from an external device), playing (Fig. 6G) (i.e. means for 
reproducing the content), determining if a telephone connection is established (Fig. 6G) 
(i.e. means for determining whether or not he apparatus is connected to the external 
device); and stopping playback if a recording command is issued and recording if the 
telephone connection is established (Fig. 6g elements 6148, 6127, and 6150) (i.e. 
means for disabling the reproducing means to stop reproduction of the content and 
enabling the recording means to start recording of a new content when said 
determining means determines that the apparatus is connected to the external device) 

Regarding Claim 34, in addition to the elements stated above regarding claim 
33, Murray further discloses when the record button is pressed they system completes 
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the request and then waits for the next event (Fig. 6B elements 6042, 6056 and 6030) 
and a play button for playing back data as the next event (Fig. 6B element 6040) (i.e. 
means for enabling the reproducing mode to restart reproduction after the recording of 
the new content is completed). 



Claims 5-8 and 21 - 24 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Moon (U.S. Patent 6,629,000). 

Regarding Claims 5 and 21, Moon discloses a transmitter/receiver that receives 
data from a PC (Fig. 2 element 800) (i.e. means for recording a content supplied from 
an external device), headphones and speakers (Fig. 2 element 705) (i.e. means for 
reproducing the content), determining if there is a connection with the external device 
(Fig. 3a element 1800) (i.e. means for determining whether or not the apparatus is 
connected to the external device), an information selector portion (fig. 2 element 300) 
(i.e. means for selectively setting an operation mode) and the information selector 
contains predetermined keys operated by the user, and outputs electrical signals 
according to the user selections to control the supply of power, extract data for 
reproduction, control various functions related to the reproducing of data and transmit 
and receive data (col. 3 lines 59 - 65) (i.e. means for controlling said recording means 
and said reproducing means in accordance with the operation mode set by said setting 
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means when said determine means determines that the apparatus is connected to the 
external device). 

Regarding Claims 6 and 22, in addition to the elements stated above regarding 
claims 5 and 21, Moon discloses connecting to an external device and not 
communicating with that device until sound data is not being reproduced (Fig. 3a 
elements 1700 and 1800, Fig 3b element 1420, Fig 3e, and Fig 3f) (i.e. wherein said 
setting means sets one of a first mode, a second mode, a third mode, and a fourth 
mode; and the first mode is set, reproduction is continued if the apparatus is connected 
to the external apparatus during reproduction). 

Regarding Claims 7 and 23, in addition to the elements stated above regarding 
claims 5 and 21, Moon discloses a reproduction signal (Fig. 3b element 1420) (i.e. 
wherein said setting means comprises an interface device for manually setting the 
operation mode). 

Regarding Claims 8 and 24, in addition to the elements stated above regarding 
claims 5 and 21 , Moon discloses determining whether the device is connected to an 
external system (Fig. 3a element 1800). In order to determine whether the system is 
connected it is inherent there must be some sort of communication from the external 
system to the device whether it be a signal or an impendence detection it is supplied by 
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the external system (i.e. wherein said setting means comprises means for receiving a 
mode setting command from the external device). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 9 - 13, 16 and 25 - 29, 32 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Burrows (U.S. Patent 6,377,530) in view of Maehashi (U.S. Patent 
6,587,641). 

Regarding Claims 9 and 25, Burrows discloses 

means for recording a content supplied from an external device (i.e. a computer 
jack; Fig. 1 element 132) 

means for reproducing the content the reproducing means buffering content data 
before reproduction (i.e. a compressed audio data buffer and an audio output jack; Fig. 
1 elements 108 and 130). 

Burrows does not explicitly disclose means for detecting that a sufficient amount 
of the content data is buffered when a recording command is issued during 
reproduction; and 
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means for enabling said recording means when said detecting means detects 
that the sufficient amount of the content data is buffered. 
Maehashi discloses 

Writing limiting means constantly monitors the second predicted consumption 
duration worked out by second consumption duration predicting means, when the 
second predicted consumption is less than the second threshold value, a write inhibit 
flag is erected to bar writing means from writing; col. 7 lines 32 - 38; and in the case the 
second predicted consumption duration is larger than the second threshold value, the 
write inhibit flag is lifted to lift the ban on writing; col. 7 lines 48 - 51 . 

Applying this disc access teaching to the Burrows reference would allow Burrows 
to record during playback when a recording command was issued (i.e. connecting the 
device to the computer via the computer jack; Fig. 1). The combination would read 
upon the limitation of means for detecting that a sufficient amount of the content data is 
buffered when a recording command is issued during reproduction; and 

means for enabling said recording means when said detecting means detects 
that the sufficient amount of the content data is buffered. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply Maehashi's disk recording and reproducing technique to the player 
disclosed by Burrows. One would have been motivated to do so to prevent interruption 
during reading or writing; See Maehashi col. 1 lines 5 - 60. 
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Regarding Claims 10 and 26, in addition to the elements stated above regarding 
claims 9 and 25, the combination of Burrows in view of Maehashi further discloses: 

means for disabling said recording means when said detecting means does not 
detect that the sufficient amount of the content data is not buffered (i.e. when the 
second predicted consumption is less than the second threshold value, a write inhibit 
flag is erected to bar writing means from writing; col. 7 lines 32 - 38 in Maehashi). 

Regarding Claim 11 and 27, in addition to the elements stated above regarding 
claims 10 and 26, the combination of Burrows in view of Maehashi further discloses: 

means for keeping reproduction of said reproducing means when said detecting 
means detects that the sufficient amount of the content data is buffered (i.e. video-audio 
data being read is kept real-time by temporarily restricting the writing of video-audio 
data in the storage device on the basis of the second predicted consumption duration 
while the data is being read; col. 8 lines 1 - 5; and in the case the second predicted 
consumption duration is larger than the second threshold value, the write inhibit flag is 
lifted to lift the ban on writing; col. 7 lines 48 - 51 in Maehashi). 

Regarding Claims 12 and 28, in addition to the elements stated above regarding 
claims 10 and 26, the combination of Burrows in view of Maehashi further discloses: 

means for starting said recording means when said detecting means detects that 
the sufficient amount of the content data is buffered (i.e. and in the case the second 
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predicted consumption duration is larger than the second threshold value, the write 
inhibit flag is lifted to lift the ban on writing; col. 7 lines 48 - 51 in Maehashi). 

Regarding Claims 13 and 29, in addition to the elements stated above regarding 
claims 9 and 25, the combination of Burrows in view of Maehashi further discloses: 

means for setting an operation mode (i.e. burrows discloses a user interface with 
various settings; Fig. 1 element 116); 

and means for controlling said reproducing means in accordance with the 
operation mode when said detecting means detects that the sufficient amount of the 
content data is not buffered (i.e. when the play command is issued in Burrows, 
Maehashi discloses that video-audio data being read is kept real-time by temporarily 
restricting the writing of video-audio data in the storage device on the basis of the 
second predicted consumption duration while the data is being read; col. 8 lines 1 - 5). 

The combination does not explicitly disclose means for controlling said recording 
means in accordance with the operation mode when said detecting means detects that 
the sufficient amount of the content data is not buffered. However, it is inherent that 
there must be some means present to allow for a recording. A recording operation must 
be set in order to start the method disclosed by Maehashi. Thus, in addition to the cited 
passages stated above, this reads upon the claimed limitation of means for controlling 
said recording means in accordance with the operation mode when said detecting 
means detects that the sufficient amount of the content data is not buffered. 
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Regarding Claims 16 and 32, in addition to the elements stated above regarding 
claims 13 and 29 the combination of Burrows in view of Maehashi further discloses: 

wherein said setting means comprises means fro receiving a mode setting 
command from the external device (in addition to the user interface, the host computer 
when coupled to the system can perform various operations; col. 5 lines 1 - 5) 



Response to Arguments 

Applicant's arguments with respect to claims 1 - 4, 17-20 and 33 - 34 have 
been considered but are moot in view of the new ground(s) of rejection necessitated by 
applicants amendment. 

Applicant's arguments with respect to claims 5-8 and 21 - 24 have been fully 
considered but they are not persuasive. 

Applicant primarily asserts that Moon does not teach "means for controlling said 
recording and said reproducing means in accordance with the operation mode set by 
setting means when determining means determines that the apparatus is connected to 
the external device". More so, Applicant alleges that Examiner has failed to show 
where Moon teaches means for controlling said recording means... in accordance with 
the operation mode sat by said setting means. 
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Examiner respectfully disagrees that Moon does not teach this limitation. 
Examiner points to Fig. 3a of the Moon reference. As shown in the previous rejection, 
in Fig. 3a element S1400, Moon's device detects whether key input signals are present. 
Based upon this detection, the system either proceeds to the S1500 or to 1 of Fig. 3b. If 
input signals are not detected, the system proceeds to S1800 and a recording operation 
takes place. If the system does detect input signals, the system goes to Fig. 3b and no 
recording operation takes place. Thus, depending on whether or not input signals are 
present, the system controls the recording operation. This in effect reads upon the 
limitation in question of means for controlling said recording means... in accordance 
with the operation mode set by said setting means. As such the arguments are not 
persuasive and the rejection stands. 

Applicant's arguments with respect to the rejection(s) of claim(s) 9-16 and 25 - 
32 under USC 103(a) have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of Maehashi (U.S. Patent 6,587,641). 

Allowable Subject Matter 

Claims 14, 15, 30 and 31 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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The following is a statement of reasons for the indication of allowable subject 
matter: 

Claims 14 and 30 teach various modes of operation when a recording and 
reproducing apparatus is connected to an external device. The closest prior art in the 
reproduction and recording art [see Moon (U.S. Patent 6,629,000); Burrows (U.S. 
Patent 6,377,530); Dwyer (U.S. Patent 6,671,567); Pawlowski (U.S. Patent 6,038,199); 
all of these reference teach connecting a recording/reproducing device to an external 
device for the purpose of transferring data] teaches of connecting various devices to 
external devices to transfer data. However, the prior art does not teach the level of 
detail as disclosed in applicant's dependent claims 14 and 30 nor would it have been 
obvious to one of ordinary skill in the art at the time of the invention to modify these 
reference's to operate as applicant's claims 14 and 30 teach. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew C. Flanders whose telephone number is (571) 
272-7516. The examiner can normally be reached on M-F 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vivian Chin can be reached on (571) 272-7848. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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